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DETAILED ACTION 

Election/Restrictions 
1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

1. Claims 1-6, drawn to a universal provisioning system for radiotelephone handset 
units, classified in class 455, subclass 567. 

II. Claims 7-28, drawn to a method for provisioning radiotelephone handset units, 
classified in class 455, subclass 419. 

2. Inventions I and II are related as combination and subcombination. Inventions in 
this relationship are distinct if it can be shown that (1) the combination as claimed does 
not require the particulars of the subcombination as claimed for patentability, and (2) 
that the subcombination has utility by itself or in other combinations (MPEP § 
806.05(c)). In the instant case, the combination (II) as claimed does not require the 
particulars of the subcombination (I) as claimed because, for example, invention II does 
not require an interface with at least one universal connector. The subcombination (I) 
has separate utility such as to provide a universal provisioning system for handset units 
through a universal interface. 

3. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art because of their different classifications, restriction 
for examination purposes as indicated is proper. 
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4. During a telephone conversation with Daniel Lundeen on September 27, 2005 a 
provisional election was made with traverse to prosecute the invention of Group II, 
claims 7-28. Affirmation of this election must be made by Applicant in replying to this 
Office Action. Claims 1-6 are withdrawn from further consideration by the Examiner, 37 
C.F.R. 1.142(b), as being drawn to a non-elected invention. 

Information Disclosure Statement 

5. The information disclosure statement (IDS) submitted on March 19, 2004 has 
been considered by the Examiner and made of record in the application file. 

Specification 

6. The disclosure is objected to because of the following informalities: 

a) In paragraph 39, line 7, replace "(SDBA)" with ~(SDBP)" -after "Database" in 
order to match the description of reference number 16 in figure 1 ; 

b) In paragraph 47, line 8, replace "vendorV with -vendor's -after "a" in order 
to correct a typographical error; 

c) In paragraph 63, line 4, omit -. - after "invention." in order to correct a 
typographical error; and 

d) In paragraph 64, line 10, insert -a- after "not" in order to correct a 
grammatical error. 
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Appropriate correction is required. 



Claim Objections 

7. Claims 9, 12 and 20 are objected to because of the following informalities: 

a) On line 11 of claim 9, replace "manufacturers" with -manufacturer's- after 
"handset" in order to correct a typographical error; 

b) On line 4 of claim 12, replace "manufacturers" with -manufacturer's- after 
"handset" in order to correct a typographical error; and 

c) On line 11 of claim 20, replace "manufacturers" with -manufacturer's— after 
"handset" in order to correct a typographical error. 

Appropriate correction is required. 

8. Claims 15 and 26 are objected to under 37 CFR 1.75(c) as being in improper 
form because a multiple dependent claim should refer to other claims in the alternative 
only. See MPEP § 608.01 (n). Accordingly, the claims have not been further treated on 
the merits. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

11. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Moles et 
al. (Pub # U.S. 2003/0162533 A1) in view of Carroll (U.S. Patent # 6,487,403 B2). 

Consider claim 7, Moles et al. clearly show and disclose a service 
provisioning system for use in a wireless network comprising a provisioning 
controller 305 that operates under the control of provisioning server application 
program 315 to provide provisioning services for wireless network 100, and 
creates MS 112 service provisioning file 330, reading on the claimed "build 
request," in response to a provisioning request for the mobile station (MS). The 
service provisioning file comprises provisioning data used to configure the first 
mobile station to communicate with the wireless network. The service 
provisioning system further comprises a database capable of storing the service 
provisioning file, which further comprises a mobile station service provisioning 
program. The provisioning controller is further capable of retrieving the service 
provisioning file from the database and transmitting the service provisioning file 
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to the first mobile station. Memory 460, in the mobile station, also stores 
downloaded service provisioning (prov.) file 470 and mobile station configuration 
data file 475, reading on the claimed "automated method of provisioning 
radiotelephone handset units, comprising: generating a build request comprising 
a radiotelephone handset specification and provisioning and instruction data for 
the specified handset; storing the build request in a memory storage medium in 
communication with a computerized provisioning system; retrieving data from the 
build request; and, automatically transferring the provisioning data to memory 
storage of the connected handset in accordance with the instruction data," 
(abstract, figure 3, 4 and 5, paragraphs 19, 20, 57 and 67). 

However, Moles et al. do not specifically disclose that the provisioning 
controller connects to the mobile station, reading on the claimed "handset," and 
that at the completion of the transmission of the service provisioning file, reading 
on the claimed "build request," the mobile station is disconnected from the 
service provisioning system. 

In the same field of endeavor, Carroll clearly shows and discloses a 
system and method that efficiently and securely perform provisioning of cellular 
telephones and other wireless communication devices. System processing for 
provisioning a wireless device according to the present invention is carried out by 
a program executed by the computer 516, but requires human intervention at 
some points; the WUPD 306 (Wireless Universal Provisioning Device) prompts a 
sales agent or operator to enter the type of device being provisioned. The sales 
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agent/operator targets the cellular telephone 308 to be activated. This can be 
done by aiming the antenna of the transceiver 514 to the cellular telephone, or by 
using a clip-on antenna to physically connect the WUPD's transceiver antenna to 
the cellular telephone's antenna, reading on the claimed "connecting the 
provisioning system to a handset in accordance with the build request 
specification," (figure 5 and 6, column 3 lines 62-64, column 6 line 53- column 7 
line 4). After the WUPD transfers the necessary provisioning information to the 
target telephone using the telephone's air interface protocol, both the target 
cellular telephone and the WUPD indicate on their respective displays that the 
provisioning operation is complete after sending notification signals to each 
other, reading on the claimed "disconnecting the provisioned handset from the 
provisioning system," (figure 6, column 7 lines 28-30 and 44-48). 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to have to include the steps of targeting 
the cellular telephone to be provisioned, reading on the claimed "connecting the 
provisioning system to a handset," and indicating completion of the provisioning 
operation, reading on the claimed "disconnecting the provisioned handset from 
the provisioning system," as taught by Carroll in the system of Moles et al. in 
order to provide an efficient provisioning system for mobile stations. 
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12. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Moles et 
al. (Pub # U.S. 2003/0162533 A1) in view of Carroll (U.S. Patent # 6,487,403 B2), and 
in further view of Piosenka et al. (U.S. Patent # 5,926,756). 

Consider claim 8, and as applied to claim 7 above, Moles et al., as 
modified by Carroll, clearly show and disclose the claimed invention except that 
the service provisioning file, reading on the claimed "build request," is generated 
and stored on a workstation networked to the provisioning system. 

In the same field of endeavor, Piosenka et al. clearly show and disclose a 
method and system that programs a PED (programmable electronic device) such 
as a cellular telephone via the use of a personal computer. The present 
invention allows users of PEDs to use personal computers (PC's), which include 
the necessary operating system, processor, memory, display, keyboard and I/O 
ports necessary for the invention, to input data needed to program PEDs and 
means to load the PED programs into the PED, reading on the claimed 
"generating and storing are performed on a workstation networked with said 
computerized provisioning system," (abstract, column 2 lines 52-57 and column 3 
lines 45-48). 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to input data to program a cellular 
telephone, reading on the claimed "provisioning radiotelephone handset units," 
on a computer as taught by Piosenka et al. in the system of Moles et al. in order 
to provide an efficient provisioning system for mobile stations. 
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13. Claims 9, 10, 11, 12 and 14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Moles et al. (Pub # U.S. 2003/0162533 A1) in view of Carroll (U.S. 
Patent # 6,487,403 B2), and in further view of Lipsit (U.S. Patent # 5,974,311). 

Consider claim 9, and as applied to claim 7 above, Moles et al., as 
modified by Carroll, clearly show and disclose the claimed invention except the 
details that comprise the build request generation. 

In the same field of endeavor, Lipsit clearly shows and discloses a method 
and apparatus for programming a cellular telephone with activation parameters, 
reading on the claimed "build request," in which the cellular telephone to be 
programmed is connected to a computer via a communications interface. The 
computer determines the activation parameters based on the inputted 
programming information, and transmits the activation parameters to the 
telephone for storage in the cellular telephone memory. The user inputted 
programming information may include the cellular telephone type reading on the 
claimed "build request generation comprises selecting a handset manufacturer's 
model number," (abstract, column 2 lines 49-51 and 56-60). 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to determine activation parameters by 
using the cellular telephone type, reading on the claimed "handset 
manufacturer's model number," taught by Lipsit in the system of Moles et al. in 
order to provide an efficient provisioning system for mobile stations. 
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Consider claim 10, and as applied to claim 9 above, the combination of 
Moles et al., as modified by Carroll, and Lipsit clearly show and disclose the 
claimed invention except that the build request generation comprises entering 
Service Provider Codes. The examiner takes official notice that it is well known 
in the art that Service Provider Codes could be used to generate a build request 
to provision a radiotelephone handset unit. 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to use the Service Provider Codes to 
generate activation parameters, reading on the claimed "build request," in order 
to successfully implement the steps of the method associated with a provisioning 
system. 

Consider claim 11, the combination of Moles et al., as modified by Carroll, 
and Lipsit disclose the claimed invention as applied to claim 9 above, and in 
addition, Carroll further discloses that provisioning information, including an 
authentication key, is transferred by the WUPD via a wireless interface, reading 
on the claimed "build request generation further comprises entering 
Authentication Keys," (abstract). 

Consider claim 12, and as applied to claim 7 above, Moles et al., as 
modified by Carroll, clearly show and disclose the claimed invention except the 
details that comprise the data retrieval. 

In the same field of endeavor, Lipsit clearly shows and discloses a method 
and apparatus for programming a cellular telephone with activation parameters, 



Application/Control Number: 10/708,726 Page 1 1 

Art Unit: 2686 

reading on the claimed "build request," in which the cellular telephone to be 
programmed is connected to a computer via a communications interface. The 
computer determines the activation parameters based on the inputted 
programming information, and transmits the activation parameters to the 
telephone for storage in the cellular telephone memory. The user enters a 
cellular telephone type in the area 404 of the user interface 400. A picture of the 
telephone selected by the user is displayed in area 408 of the user interface. 
When the user selects a telephone type the appropriate graphics file is accessed, 
reading on the claimed "data retrieval comprises displaying an image of the 
handset model," (abstract, figures 3A and 4, column 2 lines 56-60 and column 5 
lines 40-65). 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to display a picture of a selected 
telephone type as taught by Lipsit in the system of Moles et al. in order to provide 
an efficient provisioning system for mobile stations. 

Consider claim 14, and as applied to claim 7 above, Moles et al., as 
modified by Carroll, clearly show and disclose the claimed invention except 
inspecting memory storage of the mobile station, reading on the claimed 
"handset," to verify provisioning data. 

In same field of endeavor, Lipsit clearly shows and discloses a method 
and apparatus for programming a cellular telephone with activation parameters, 
reading on the claimed "build request," in which the cellular telephone to be 
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programmed is connected to a computer via a communications interface. The 
computer determines the activation parameters based on the inputted 
programming information, and transmits the activation parameters to the 
telephone for storage in the cellular telephone memory. The computer 
determines if the programming was successful by determining if a valid ESN 
(electronic serial number) is read from the telephone, reading on the claimed 
"inspecting the memory storage of the handset to verify provisioning data 
integrity," (abstract, figure 3A, column 2 lines 56-60 and column 8 lines 18-21). 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to determine if programming on the 
telephone was successful as taught by Lipsit in the system of Moles et al. in 
order to provide an efficient provisioning system for mobile stations. 



Allowable Subject Matter 

14. Claims 18-20, 23-25 and 27-28 are allowed. 

15. Claims 13, 16 and 17 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 
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Double Patenting 

16. Applicant is advised that should claims 10 and 11 be found allowable, claims 21 
and 22 will be objected to under 37 CFR 1 .75 as being a substantial duplicate thereof. 
When two claims in an application are duplicates or else are so close in content that 
they both cover the same thing, despite a slight difference in wording, it is proper after 
allowing one claim to object to the other as being a substantial duplicate of the allowed 
claim. See MPEP § 706.03(k). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jaime M. Holliday whose telephone number is (571) 

272- 8618. The examiner can normally be reached on Monday through Friday 7:30am 
to 4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marsha Banks-Harold can be reached on (571) 272-7905. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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